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This case now cones up on respondent’s notion (filed
January 8, 2002) to take oral deposition of petitioner
i nstead of upon witten questions.

A di scovery deposition of a natural person who resides
in a foreign country, and who is a party, or who, at the tine
set for the taking of the deposition, is an officer,
director, or managi ng agent of a party, or a person
desi gnat ed under FRCP 30(b)(6) or 31(a)(3) to testify on
behal f of a party, nust be taken upon witten questions, in
t he manner described in 37 CFR 82. 124, unl ess the Board, upon
notion for good cause, orders, or the parties stipulate, that
the deposition be taken by oral exam nation. See 37 CFR
§2.120(c)(1). See also Oion Goup Inc. v. Oion Insurance

Co. P.L.C, 12 USPQ2d 1923 (TTAB 1989); Jonergin Co. v.



Jonergin Vernont Inc., 222 USPQ 337 (Conmir 1983); Sau
Lefkow tz and Janet E. R ce, Adversary Proceedi ngs Before the
Trademark Trial and Appeal Board, 75 Trademark Rep. 323, 384
(1985); Rany L. Simms, TIPS FROM THE TTAB: Conpelling the
Attendance of a Wtness in Proceedings Before the Board, 75
Trademark Rep. 296 (1985); and Janet E. Rice, TIPS FROM THE
TTAB: Recent Changes in the TTAB D scovery Rules, 74
Trademar k Rep. 449 (1984).

Essentially, respondent argues in its notion that the
i nstant case “anmounts to counterfeiting litigation being held
before this Board, instead of a Court of |aw, wherein the
Parties’ contentions are likely to be determ ned based at
| east in part upon the credibility of testinony.” Respondent
bases this assertion on petitioner’s allegation that
respondent made knowi ngly fal se and fraudul ent statenents to
the Ofice concerning its dates of first use of its mark.
Respondent therefore concludes that petitioner cannot be
expected to provide “conplete, non-evasive answers to witten
guestions in the context of this ‘counterfeiting litigation”
and an oral deposition is “crucial to defeating factual
al l egations believed to be false or inconplete.”

Petitioner has opposed respondent’s notion. Petitioner
argues that respondent has failed to show any “excepti onal
circunstances” requiring an oral deposition and the costs

i nvol ved in conducting such a deposition would outwei gh any



any inconveni ence caused by the deposition upon witten
guestions procedures. Petitioner, an Italian conpany,
furthernore states that it has no “imredi ate plans” for a
representative to be in the United States with the di scovery
peri od.

The Board has reviewed the parties’ argunents and finds
that respondent has failed to make a show ng of good cause
for taking the discovery deposition orally of petitioner, a
foreign entity. Respondent’s characterization of this
proceedi ng as “counterfeiting litigation” and argunent that
petitioner will not likely respond to a deposition upon
witten questions with conplete, non-evasive answers are not
wel | -taken. Accordingly, respondent’s notion to take oral
deposition of petitioner is hereby denied.

Respondent’s nmotion (filed February 7, 2002) for an
extension of tinme, with petitioner’s consent, is hereby
granted; accordingly, the deadline for discovery and tri al

dates are hereby reset as set forth in said notion.

By the Trademark Trial
and Appeal Board



